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TES PATENT AND TRADEMARK OFFICE 



In re Application of: 



BEFORE THE EXAMINER: 



Shutt et al. 



F. Teskin 



Serial No.: 09/056,289 



Group Art Unit No.: 1713 



Filed: April 7, 1998 



Attorney Docket No.: 98B017/3 



For: Polymerization Process 



Baytown, Texas 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 

REQUEST TO WITHDRAW NOTICE OF IMPROPER REQUEST FOR 
CONTINUTED EXAMINATION 



Applicant respectfully requests withdrawal of the Notice of Improper 
Request for Continued Examination (RCE) for the application identified above. 
Applicant submits that the Office mistakenly regards the instant CPA as an RCE. 

The pertinent facts are as follows: 

1 . A Notice of Allowance dated May 9, 2000 was received by Applicant on 
May 12, 2000; 

2. The issue fee was due on August 9, 2000. The issue fee was not paid. 

3. A proper Continued Prosecution Application (CPA) was timely filed on 
August 9, 2000. 

4. The CPA was received by the USPTO and entered in to the U.S. Patent 
Office docket system with a date of August 9, 2000 (See attached PAIR 



Dear Sir, 



printout). 



6. A Notice of Abandonment for USSN 09/056,789 was improperly mailed 
to the Applicant. 

7. A Petition to Revive an Unavoidably Abandoned Application 37 CFR § 
1.137(a) was granted on July 19, 2004 and the application was forwarded 
to Art Unit 1713 for examination in due course. 

8. On December 1 0, 2004 Applicant received a Notice of Improper Request 
for Continued Examination (RCE) stating that Applicant's CPA was being 
treated as an RCE and that the RCE was not accompanied by a submission 
as required under 37 CFR §1.114. 

Applicant respectfully disagrees with the holding that the CPA should be 
treated as an RCE and requests that the Notice of Improper Request for Continued 
Examination (RCE) be withdrawn and the instant application be examined under 
the procedures set forth in prior 37 CFR § 1.53(d) as required by MPEP § 
201.06(d)I. 

MPEP § 201.06(d)I. states in relevant part: "CPA's filed prior to July 14, 
2003 will continue to be processed and examined under the procedures set forth 
in prior 37 CFR § 1. 53(d). (emphasis added)" Likewise MPEP § 201.06(d)I.A. 
states in relevant part: "If a utility or plant application has a filing date on or after 
June 8, 1995, an improper CPA filed on or after July 14, 2003 will be treated as a 
request for continued examination (RCE) under 37 CFR 1. 114. (emphasis added)" 
Note also that under MPEP § 201 .06(d)I. "Any request for CPA filed on or after 
July 14, 2003... is improper, regardless of the filing date of the ...application... ." 

Applicant respectfully submits that the CPA filed in the instant application 
on August 9, 2000 was proper at the time it was filed and is thus now proper. 
First the CPA was entered in the PAIR system, second there has been no finding 
by the USPTO that the CPA does not meet the requirements of 37 CFR § 1.53(d) 
and third, all the requirements of 37 CFR § 1.53(d) as in effect on August 9, 2000 
have, in fact, been met. Specifically, 37 CFR § 1.53(d)(1), as set out in the white 
volume 37 of the Code of Federal Regulations (CFR) revised July 1, 2000, states 
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that "(1) A continuation. . . of a prior non-provisional application may be filed as a 
continued prosecution application. . provided that: 

(i)(A). The prior utility application was filed under 35 USC § 1 1 1(a) before May 
29, 2000; Applicant's prior utility application was filed as a regular application 
under 35 USC § 1 1 1 (a) on April 7, 1998, well before May 29. 2000 . and 

(i) (A). The prior utility application is complete as defined by § 1.51(b); 
Applicant's prior application was found allowable on May 9, 2000 which is prima 
facia evidence that the application was found by the USPTO to be complete , and 

(ii) . The [CPA] application is filed before the earliest of payment of the issue 
fee, abandonment of the prior application, or termination of proceedings on the 
prior application; Applicant's CPA was filed on August 9, 2000, the date the issue 
fee was due, thus the CPA was timely filed . 



Further 37 CFR § 1.53(d)(2) requires an application filed under [§ 1.53(d)] 

must: 

(i) identify the prior application; Applicant identified the prior application on 
page 1 of 3 of the formal papers filed August 9, 2000 requesting the CPA. The 
CPA was entered into the correct PAIR file in the USPTO PAIR database (as 
indicated in the PAIR printout), therefore we can conclude the prior application 
was identified sufficiently, and 

(ii) disclose and claim only subject matter disclosed in the prior application; 
Applicant has not added or claimed any new matter in the instant application as 
compared to the prior application , and 

(iii) name the same inventors as the prior application; The inventors are the 
same on both the prior application and instant application , and 

(iv) include a request for application under 37 CFR § 1.53(d); such request is 
made on page 1 of 3 of the formal papers filed August 9, 2000 requesting the 
CPA. 



Further 37 CFR § 1.53(d)(3) requires payment of the basic fee and any 
additional fees for extra claims. Applicant paid a filing fee of 3,168 dollars (690 
for the basic fee and 2478 for extra claims) . 
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As shown above, Applicant has met all the requirements of 37 CFR § 
1.53(d) as in force on August 9, 2000 when the instant application was filed. 
Therefore the CPA was proper. Thus under MPEP § 201 .06(d)I, the instant 
application must continue to be processed and examined under the procedures set 
forth in prior 37 CFR § 1 .53(d) as a continued prosecution application and NOT 
be treated as a request for continued examination (RCE). 

Therefore, since the instant application is a proper CPA, it did not need to 
have a submission as required under 37 CFR § 1.1 14 for RCE's. Hence, Applicant 
respectfully requests the Office withdraw the Notice of Improper Request for 
Continued Examination (RCE) and place the instant application in the queue for 
examination. 

A copy of the Notice of Improper Request for Continued Examination 
(RCE) is attached and a copy of the PAIR print out is attached. 

Please charge any fee necessary for the instant request or during the 
pendancy of this application to USPTO Deposit Account 05-1712. 



ExxonMobil Chemical Company 

Law Technology 

P.O. Box 2149 

Baytown, Texas 77522-2149 

(281) 834-5982 Phone 

(281) 834-2495 Facsimile 



Date 



December 27, 2004 
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commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 




APPLICATION NUMBl 



FIRST NAMED APPLICANT 



ATTY. DOCKET NO/TITLE 



DATE MAILED: 




IS 



improper for reason(s) indicated below: 

q 1 . Continued examination under 37 CFR 1.114 does not apply to an application for a design patent. 
Applicant may wish to consider filing a continuing application under 37 CFR 1 .53(b) or a CPA 
under 37 CFR 1 .53(d). An RCE cannot be treated as a CPA. 

□ 2. Continued examination under 37 CFR 1.114 does not apply to an application that was filed before 

June 8, 1995. Applicant may wish to consider filing a continuing application under 37 CFR 1 .53(b). 

□ 3. Continued examination under 37 CFR 1 . 1 1 4 does not apply to an application unless prosecution in 

the application is closed. If the RCE was accompanied by a reply to a non-final Office action, 
the reply will be entered and considered under 37 CFR 1.111. If the RCE was not accompanied by 
a reply, the time period set forth in the last Office action continues to run from the mailing date of that 
action. 

□ 4. The request was not filed before payment of the issue fee, and no petition under 37 CFR 1 .31 3 was 

granted. If this application has not yet issued as a patent, applicant may wish to consider filing either 
a petition under 37 CFR 1 .31 3 to withdraw this application from issue, or a continuing application 
under 37 CFR 1.53(b). 

□ 5. The request was not filed before abandonment of the application. The application was abandoned, 

or proceedings terminated on . Applicant may wish to consider filing a 

petition under 37 CFR 1 .137 to revive this abandoned application. 

□ 6. The request was not accompanied by the fee set forth in 37 CFR 1 .17(e) as required by 37 CFR 

1.114. Since the application is not under appeal, the time period set forth in the final Office action or 
notice of allowance continues to run from the mailing date of that action or notice. 



[tj ' 7. The request was not accompanied by a submission as required by 37 CFR 1.114. Since the 
application is not under appeal, the time period set forth in the final Office action or notice of 
allowance continues to run from the mailing date of that action or notice. 

Note: A continued prosecution application (CPA) under 37 CFR 1.53(d) cannot be filed in a utility or plant 
application. A CPA filed in a utility or plant application that has a filing date on or after June 8, 1995 ^ will 
be treated as an RCE under 37 CFR 1.114. The request for a CPA in the instant application, however, has 
been treated as an improper RCE for the reason(s) indicated above. 



A copy of this notice MUST be returned with any reply. 

Direct the reply and any questions concerning this notice to: 

aK[ A„.L IJSLa^. n , Technology Center ■ . 



(703) 30. 
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